Examfner Hoffman- 



Thank you for your email Attached are what I hope to be the final proposed amersded claim set I've 
also attached a document [see ATTACHMENT below- /m.ah/ 12/12/2011] setting forth elements in the 
independent daims of the appHcation compared to the claims you identified. 

Kind Regards 
Paul 



30'5 '8:^0-2600., rci5< 305-S'30-260;v., www.fqgbb.com pbiancO';>3>fqgbb.com 



co:t: pi.it er-?. a;*^d d^jr^tJoy aii cop:?:?. 



From: Hoffman, Mary C. [mailto:Mary.Hoffman@USPTO.GOV] 
Sent: Tuesday, December 06, 201 1 10:19 fmk 
To: Paul Bianco 

Subject: RE: US Patent Appifcatfon No. 10/6811^; Attwn^y Po<*;f t No 780-A03-012B 

Hi Mr, Bianco, I read^^^ comm^fc below. Steee the application claims appear to be broader 
(for the most part) than S^^tent Maims, what iSiiJieeded is an explanation of the claim features 
that are in the application cftilfis filf ^^^^^ in the patent claims and not obvious over the patent 
claims ((|!|::::§|peies cla|!||::||;jgticipi^ generiP|||||gy| terminal disclaimer. Thanks, Mary 



Patent Examiner, Art Unit 3733 
(571)272-5566 



From: Paul Bianco [mailto:pbianco(5)f aabb.com] 
Sent: Tuesday, December 06, 201 1 9:38 AM 
To: Hoffman, Mary C. 

Subject: RE: US Patent Application No. 10/684,904; Attorney Docket No 780-A03-012B 



Fxamfner Hoffman- 

I am hoping (as I am sure you are) that this email and the attachment addresses all the outstanding 
issues. 

With respect to the double patent issues, I have briefly reviewed and think the claim scope is sufficiently 
distinguishable as to not create double patenting concerns. Alternatively, and in order to expedite 
prosecution, claim amendments have been made. 

The summary (of basic distinguishir^g points and/or claim amer^dmeQ|s) is as foHows: 

741 Patent- Claim 10 recites an order of cuts pateHa, tibia, andiiiiir Claim 13 depends from ciaim 10. 



740 Patent- Clain^ 20 "balarscing a tension in at least one ligament located in said knee josnt by changing 
at least one ligamerst by tensioning or releasing the ligiifiirst" Ciaim 21 [sic 22] depends from ciaim 20. 



897 Patent- We wi!! cancel claims 90 and 93 to eHkwate any potential DP issue 



229 Patenl- Claim 1 reciles the primary incisiors has a teiilb lesj^Ali;: thirteen (i3|>||:||imeters. Claim 1 
also recites "moving a femora! comporjg^teqf a total knee to^^^perative to repla8^ ieast the 

entire articulating surface of at least ohl cttl^ medial condyleTlateral condyle, or the Lrochlear groove, 
through the primary incision ... moving rernainirsg fen^oral conipQoaots through the primary incision. " 
Claim 2 recites that the incision is on a side sulfa ce oitlmR^^ joint Claim 5 depends from claims 1 and 



236 Patent- We will ci^o<;^l claim 22i;|M amend clgto^ 23 and S4 l;c|;;|imove endoscope to eliminate any 
potential DP issue. 



635 Patenl;-GI:ilfff recites angularly disposing the cutting tool along the guide surface to extend the cut 
surface fromth€lMli||||jength;i^^^^ extend^i|;:|||jehph, the extended length being longer Lhan Ihe 
length if the guide surflii|i|Jeasff|^^^ of said €^=^1 surface being located within the body with 
respect to tile incision; remBil%the cut^ting guide member from against the bone, and then completing 
the cut m thebone without using the guide surface of the cutting guide, while guiding the cutting tooi 
along the cuL Claim 10 d||tnds frohf ciaim 1. 

821 Patent- Ciaim 1 ir^lgs ''movii^Pguide member having opposite ends which are spaced apart by a 

distance which is less thatrlwo tllfrllS (2/3) of a distance between tips of Literal and medial epicondyles 
on a femur in an upper pos'l^^ihe one leg of the patient into the incision'' Claim 2 depends from 
daim 1. 

Attached is the revised claim set. 

Please let me know if you have any questions. 

Kind Regards 

Paul 



FLj^fT Gibbons Guti^an BoNGiNi a Bianco P.L. 

213\?5 E Dix:e Hiohvvay', ri5, iViiiirnr rL33l80, USA 

30^ 8:^0-2600. tcii< www.fggbb.com pbianco(a)fgg bb.com 



5X;MR DSNTs ALi 7Y NQH CE: This co?^i r?^ liriiCc^Jiof ? ij; :r5ier^d$d or^iy for th<? csdci?(fj$:^^?^(j.) a?^d rj? ay conia;? ^ co?^fid€>r:tia! a? ^ci^oi- privi:<5g?id 
thaf-s tS-K? ;rr;$>r:cifjd ra^ipk^:v:(s} i?. stridiy prohibit^xri. It yoii rsc^^vod thl^ f^rncii; l!i orror. ri^.J^^^' tx.vf?5o.ci th-? :'^-^:xi?^^ d©i$tt> th-? ^^rriaii fron-i 

From: Hoffman, Mary C. rmailto:Marv.HQffman@USFTQ.GOV| 
Sent: Sunday, December 04, 2011 3:27 PM 
To: Paul Bianco 

Subject: RE: US Patent Application No. 10/684,904^ Attorney Docket No 78Q-A03-012B 




Dear Mr.. Biano, 

I have one last email for you. 



5) Another new matter issue. New claim 60 discusses "fabricated at a lower cost." I can't find 
that in the spec. I just can find support fo|::4isposable but not the cost of fabrication. 

6) Double patenting isliiii W clstoiis of ih^ appJIciltion with Patent No.'s 
7708741 - e.g. claim 13 (of the p^t) 11^11^ 

7708740 - e.g.claim 21-.:::^^^^^^^^^^^^^^ 
7806897 - e.g.claim 4 
7749229 - eg. claimJ,,, 
7892236 - e.g. claim lifc^^^^^^^^^ 

795963i;^g.g.claim 10 "'^^ 
6702821 - e.g. claim 2 



It would be easiest to file T.D.s for these patents. Otherwise, you will have to explain on the 
record why there is no Double I||||nting, which would be included in a interview summary form 
with the Notice of Allowance. 



Thanks again. Look fbrwiiiib speaking with you soon. 



Patent Examiner, Art Unit 3733 
(571)272-5566 



From: Paul Bianco [mailto:pbianco@faabb.com] 
Sent: Friday, December 02, 201 1 1 1 :07 AM 
To: Hoffman, Mary C. 

Subject: RE: US Patent Application No. 10/684,904; Attorney Docket No 780-A03-012B 

Dear Examiner Hoffman- 
Sorry for the delay in getting this to you, but I am oniy late b'^mMM^-a day this time, so 1 am improving. 



Attached are the revised proposed amended claims, I ended up canceOlr^g some of the indeper^dent 

ciaims. xlillliF" ""'111;;:;., 



Tharsk you once again for your assistance. 
Kind Regards 



iiliP^- ^*>^=^ ^^^lliik^ ^^--'^^ i'i'i'^^^iJT:;, FL.^p:^80, l]§^|||||:. 



From : Hoff man^^Mary C. [mailto:yary, HotfmM@USPTQ.GOV] 
Sent: Wednesday, November 30,1||1 12:10 PM 
To: Paul Bianco 

Subject: RE: US Paterll!||^plicatiOT^^ 10/684,904; Attorney Docket No 780-A03-012B 



Hi Mr. Bianco, 

I will be in the office all day. You can call me at any time. I will try to take a look at your 
attachment in the next 2 hours. 



Thanks, 




Patent Examiner, Art Unit 3733 
(571)272-5566 



From: Paul Bianco [mailto:pbiancG(a>fggbb.CQm] 
Sent: Wednesday, November 30, 2011 12:06 PM 
To: Hoffman, Mary C. 

Subject: US Patent Application No. 10/684,904; Attorney Dodi6l hfo 780-A03-012B 
Dear Examiner Hoffman- 
First, I apologize for the delay in getting back to you. There were, however, tintjsua! circumstances with 
the inventor and the licensee. 

As I mentioned in my last voicemail, wg^ii^uld prefer to N^^v^i^jfehout continuing the appeal. The 
attached proposed amended claims repFiliht my understaWilif'bf discussions of allowable subject 
matter resulting from the appeal conference. Per client requesty.ijso made other claim amendments 
that I do not feel impact allowability. Finally, jince wg cancel a number of claims, I added a set of 
dependent claims to indep^Mgnt claim 30 (l||gd prirt^iilliiign otheiPi||gndent claims). 



I will call you this aftej|;:j|3Egg^fT to discuigg^;:. If you prefer a formal subrijission, I would be happy to do so. 
Finally, per the MPEP- 



Recogniziag^lhatl^ are qot secure^ I hereby authorize the USPTO to 

commtilllile with me concerning any subject matterof this application by electronic mail. I understand 
that a ciilijif these commllpltions will be made of record in the application file. 



Thank you for yiMf; assistance. 

Paul Bianco '^'^^k.. 
USPTO Reg #43,500 



305 330-26G0, fax 305-330-2605, www.fqgbb.com , pbianco^gg bb.com 



ifiiGririatiof-s. A;^y i^s^r, d;£^Jo^^.^r^^ ^5!Si:€?:'f:l:^^xi:ors, r^sfir^'s^r^ij.^on, dis^ribijiiof's. copying, o? thir irsforrfsa^iion :rs Jhlscx-ff^tTi^jnic^j^ion by oth^^f 
than the !nti.r?>jad r^ctOieriK^^) ^^^ic^iy proh:bft«fd. ;f yoij rs^c^^ved Jhb ep^si:! ifi e^rror, piea:5e cc?ntsid Jh^s s^^^-jdirf , dei&*^^ :h^5 ern^; frorri 




ATTACHMENT 



Claims 1 and 30 
741 Patent 

Claim 1- "moving at least one implant through the incision while the patella is offset from the normal 
position with the articulating surface of the patella facing the femur; andconnecting the at least one 
implant with the cut portion of the articulating surface of the femur while the patella is offset from the 
normal position with the articulating surface of the patella facing the femur." 



Claim 30- "positioning an implant on the cut articulating surface of the femur while maintaining the 
patella in the offset position with the articulating surf^uje^ithe patella faifsj^g the femur." 



740 Patent 

Claim 1- "moving at least one iniplant l^igli the incisioSlflii^^^^ patella is offset from the normal 
position with the articulating surface of tta|)ateila;:facing the femur; andconnecting the at least one 



implant with the cut portion of the articulatiif surfSIPW^ femur while the patella is offset from the 
normal position with the articulating surface of patellja:::jii|glig::^ fei^iiif 



Claim 30- "positioning an implant on the cut articulS|||| surface of the femur while maintaining the 
patella in the ililet position with the articul^iig gurface of the patella facing the femur." 



There is nothing in claim 22 that specifies when the patella is offset and during which, if any, of 
the other stepS;. 



897 Patent 

Claim 1- "moving at least one implant through the incision while the patella is offset from the normal 
position with the articulating surface of the patella facing the femur; andconnecting the at least one 
implant with the cut portion of the articulating surface of the femur while the patella is offset from the 
normal position with the articulating surface of the patella facing the femur." 



Claim 30- "positioning an implant on the cut articulating surface of the femur while maintaining the 
patella in the offset position with the articulating surface of the patella facing the femur." 

There is nothing in claim 4 that specifies when the patella is offset and during which, if any, of 
the other steps. 

229 Patent 

Claim 1- "moving at least one implant through the incision while the patella is offset from the normal 
position with the articulating surface of the patella facing thiili^ the at least one 

implant with the cut portion of the articulating surface of the femur while the patella is offset from the 
normal position with the articulating surface of theigHilla facing the femur.*' 



Claim 30- "positioning an implant on tljg:;:!gjjt articulating^^||i(^^^8e femur while n»^|aining the 
patella in the offset position with the articulating surface of tnl patella facing the femur." 



There is nothing in claim when iiie pateli|i||ii||i|^t and 1i|||||ig which, if any, of the other 



236 Patent ^'WMll^ 

Claim IllPbving at leailPlfe implll|i|p the llSi while the patella is offset from the normal 
position with the articulating Miface of the patella facing the femur; and connecting the at least one 
implant with thS;;iut portion of tHf lrticulating Surface of the femur while the patella is offset from the 
normal position wii||::||ig articulatingjjjiurface of the patella facing the femur." 



Claim 30- "positioning an in^||^t on the cut articulating surface of the femur while maintaining the 
patella in the offset position with the articulating surface of the patella facing the femur." 

635 Patent 

Claim scope is different because claim 10 of 635 Patent recites "positioning a knee replacement 
component". In the application claims, we specify "connecting" the at least one implant component to the 
"femur." 



821 Patent 

Claim 1- "moving at least one implant through the incision while the patella is offset from the normal 
position with the articulating surface of the patella facing the femur; and connecting the at least one 
implant with the cut portion of the articulating surface of the femur while the patella is offset from the 
normal position with the articulating surface of the patella facing the femur." 

Claim 30- "positioning an implant on the cut articulating surface of the femur while maintaining the 
patella in the offset position with the articulating surface of tfoe patella facing the femur." 



There is nothing in claim 2 that specifies whm the patella is offset ani during which, if any, of 
the other steps. 



Claim 16 
All Patents 

positioning a gui^ig ; assembly pii)ximally to ijg patella, the guide assembly including a pair of 
substantially parallel arms 111 a slot J^a^lM guide surface configured for receiving a patella cutting tool 




741 Patent 



cutting the patella priSFfo displacing the patella to the offset position 



740 Patent 

cutting the articular surface of the patella 



897 Patent 



cutting the patella prior to displacing the patella to the offset position 
229 Patent 

cutting the patella prior to displacing the patella to the offset position 

236 Patent 

cutting the articular surface of the patella 

635 Patent 

cutting the patella prior to displacing the f^a|f ||| to the offset position ; 

821 Patent '"^^^K^:. 
cutting the articular surface of the patglla 

Claim 21 '^^^^^^^^^^^^^^^^^^^^ IB^^^ '11!!:''''" ""''^^^^^^^^^^^^^^^ 

All Patents 

supporting the patient with the loWSf portion of the leg suspended from the upper portion of the leg, 
whereiiiilig lower portion rCTlins suspended from the upper portion while the patella is moved to the 
offset position with the articulaE||j|g surfM| %f the patella facing the femur. 




Claim 23 ■llli.r 
All Patents 

inspecting the posterior portion of the knee portion of the leg, including viewing the posterior portion of 
the knee portion with the fluoroscope or MRI 



Claim 31 



All Patents 



making an incision in a knee portion of the leg of the patient having a length not more thana distance 
between, about the proximal end of the tibia to about the epicondylar notch on the distal end portion of 
the femur 



